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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)13 Responsive to communication(s) filed on 17 May 2007 and 23 April 2007 . 
2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 
Disposition of Claims 

4) E3 Claim(s) 13,5 and 6 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1,3.5 and 6 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) |3 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)E3AII b)D Some*c)Q None of: 

1 .□ Certified copies of the priority documents have been .received. 

2. ^ Certified copies of the priority documents have been received in Application No. 09/980685 . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
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The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 4/23/07 has been entered. 

Claims 1, 3, 5 and 6 are rejected under 35 U.S.C. 103(a) obvious over Kasai et al. (343) 
in view of Yoshida et al. (118) and Khaladji et al. (697) 

Kasai et al. (343) teach in column 6, lines 35-45, column 8, lines 28-64, column 9, lines 
16-25, column 12, line 32 and the claims, a surface modified cerium (IV) oxide abrasive stable 
slurry (having the claimed concentration) for polishing a glass substrate which comprises cerium 
(IV) oxide (this is produced using the method defined in the reference) have the claimed size and 
surface area. The reference defines the claimed limitations of the cerium salt, both molar ratios, 
ammonium salt and use of a quaternary ammonium ion, as defined in claim 1, and well as, the 
limitations of claims 5 and 6. 

Yoshida et al. (118) teaches in the abstract and column 6, line 42 that ceria polishing 
slurries are known to be used to polish magnetic discs. Column 6, line 3 1 and line 42 equates 
polishing semiconductors or magnetic glass discs with the ceria slurry. 
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Khaladji et al. teaches in the abstract and column 2, lines 42-44 that in ceria polishing 
slurries, it is advantageous to use a high purity starting material (cerium salt-this in turn will 
result in a highly pure cerium oxide). 

Kasai et al. teaches polishing glass substrates (reads on the claimed material) with a 
surface modified cerium oxide abrasive slurry (claimed concentration of cerium oxide) by using 
cerium oxide having claimed size and surface area. In view of this, the subject matter as a whole 
would have been obvious to one having ordinary skill in the art at the time the invention was 
made to have selected the overlapping portion of the range disclosed by the reference because 
overlapping ranges have been held to be a prima facie case of obviousness, see In reMalagari, 
182 ILS.P.Q. 549; In re Wertheim 191 USPQ 90 (CCPA 1976). Although the limitation "glass 
hard disc platter" is not literally defined by this reference, the reference states that the 
composition is used to polish inorganic glass and quartz glass (column 9, lines 19-25) and it is 
the examiners position that this broadly reads on a "glass hard disc platter" since applicants do 
not show otherwise. In addition, the reference clearly states that glass articles can be polished 
with the composition and one skilled in the art would have appreciated this to include any glass 
article, including the claimed one, thus, the use of the ceria polishing slurry according to Kasai et 
al. to polish a glass hard disk platter (magnetic glass discs) would have been obvious to the 
skilled artisan motivated by Yoshida et al. teaching that ceria polishing slurries are known to be 
used to polish magnetic glass discs or semiconductor substrates. In view of this, Yoshida clearly 
implies that either substrate can be polished with a ceria slurry. The instant specification does 
not literally define what is meant by a "glass hard disc platter", however, the specification refers 
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to magnetic disc, thus it can be reasonably presumed that a glass hard disc platter is a glass 
magnetic disc absent evidence to the contrary. 

Although the claimed cerium oxide/cerium oxide + other rare earth oxide ratio is not 
literally defined, it is the examiners position that since no other rare earth materials are defined 
as being present and/or no other rare earth is used in the process to make the cerium oxide, the 
amount of cerium oxide present is indirectly implied to be within the claimed range and 
applicants have not shown otherwise. In addition, the use of the ceria having a high purity (this 
implies that only cerium is present and no other oxides) would have been obvious to the skilled 
artisan motivated by Khaladji et al. teaching that it is advantageous to use a high purity starting 
material (cerium salt) when making ceria for polishing slurries. Although the purity is not 
defined for the ceria product, it can be reasonably presumed that the use of a highly pure starting 
material (cerium salt) will result in a highly pure cerium oxide (i.e. one that does not contain 
other rare earth oxide since the starting material is pure). In addition, a highly pure material will 
minimize the introduction of impurities (material other than cerium) during polishing, thus 
protecting the polished surface from said impurities which could adversely effect the polished 
surface. 

Applicant's arguments filed 4/23/07 have been fully considered but they are not 
persuasive. 

Before arguing the art rejections, applicants state that the instant specification in sections 
[0043], [0046], [0071] and [0073], as well as comparative example 1 coupled with the instant 
examples, discloses benefits for the claimed (cerium oxide/cerium oxide + other rare earth oxide) 
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ratio. This is not persuasive because (1) the disclosure in sections [0043], [0046], [0071] and 
[0073] does not take the place of comparative evidence (i.e. no tangible evidence shown in terms 
of a comparison with the compositions according to Kasai et al. which discloses the claimed 
composition for use in polishing glass (i.e. polishing glass hard disk platter and cerium oxide 
ratio is clearly obvious-see above)) and (2) the comparative example only is based on a cerium 
oxide content of 57% which is much lower than the claimed lower limit thus the example is not 
commensurate in scope with the claims and does not clearly show criticality the claimed ratio. 

Applicants argue that Kasai et al does not teach polishing glass hard disc platter. 
Although the limitation "glass hard disc platter" is not literally defined by this reference, the 
reference states that the composition is used to polish inorganic glass and quartz glass (column 9, 
lines 19-25) and it is the examiners position that this broadly reads on a "glass hard disc platter" 
since applicants do not show otherwise. In addition, one skilled in the art would have 
appreciated this to include any glass article, including the claimed one, because the use of the 
ceria polishing slurry according to Kasai et al. to polish magnetic glass discs would have been 
obvious to the skilled artisan motivated by Yoshida et al. teaching that ceria polishing slurries are 
known to be used to polish magnetic glass discs, as outlined above. The instant specification 
does not literally define what is meant by a "glass hard disc platter", however, the specification 
refers to magnetic disc, thus it can be reasonably presumed that a glass hard disc platter is a glass 
magnetic disc absent evidence to the contrary. In as much as applicants argue the surface 
smoothness provided by the claimed slurry, this limitation is not claimed and therefore cannot be 
relied on to show patentability. In addition, since the same composition is used, it can expected 
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that the same result (surface smoothness) will be apparent because the use of the same 
composition will yield the same results absent clear evidence. 

Applicants also state that another important property is the material itself (examiner 
assumes this to mean the cerium oxide slurry). The examiner is aware of this. They continue to 
argue that Kasai does not teach this factor. The examiner disagrees because this reference clearly 
teaches a cerium oxide slurry that meets the claimed limitations (as outlined in the rejection 
above, Kasai discloses the claimed composition and applicants provide no evidence showing the 
contrary or criticality commensurate in scope with the instant claims). 

Applicants also argue that the claimed (cerium oxide/cerium oxide + other rare earth 
oxide) ratio is not defined by Kasai. Although not literally defined, it is the examiners position 
that since no other rare earth materials are defined as being present and/or no other rare earth is 
used in the process to make the cerium oxide, the amount of cerium oxide present is indirectly 
implied to be within the claimed range and applicants have not shown otherwise. In addition, the 
use of the ceria having a high purity (this implies that only cerium is present and no other oxides) 
would have been obvious to the skilled artisan motivated by Khaladji et al. teaching that it is 
advantageous to use a high purity starting material (cerium salt) when making ceria for polishing 
slurries. Although the purity is not defined for the ceria product, it can be reasonably presumed 
that the use of a highly pure starting material (cerium salt) will result in a highly pure cerium 
oxide (i.e. one that does not contain other rare earth oxide since the starting material is pure). In 
addition, a highly pure material will minimize the introduction of impurities (material other than 
cerium) during polishing, thus protecting the polished surface from said impurities which could 
adversely effect the polished surface. Applicants argue the comparative example defined in the 
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instant specification but fail to establish any relationship between the commercially available 
cerium oxide of the comparative example and the reference cerium oxide. Is the cerium oxide of 
the comparative example the same as the cerium oxide used in Kasai et al.? Since no correlation 
is made, applicants have not compared the claimed invention with the reference teachings. 
Finally, any evidence is the specification not commensurate in scope with the claims, as written. 

Applicants state that absent express teachings of the claimed ratio, Kasai cannot teach or 
suggest these features. The examiner disagrees because (1) a teaching need not be express (i.e. 
literally defined) because the teachings can be implied which is the case in Kasai (i.e. it is the 
examiners position that since no other rare earth materials are defined as being present and/or no 
other rare earth is used in the process to make the cerium oxide, the amount of cerium oxide 
present is indirectly implied to be within the claimed range and applicants have not shown 
otherwise) and (2) the examiner stated reasons why the use of highly pure cerium oxide (i.e. 
highly pure means no or minimal impurities like other rare earths are present) is obvious and 
applicants have not clearly addressed this. 

Applicant also argue that Kasai et al. does not teach the quaternary ammonium salt 
limitation. The examiner disagrees because Kasai et al. clearly teaches this in column 8, lines 
45-50. 

In as much as Yoshida et al. has been applied as a secondary reference, any argument that 
this reference does not teach a glass hard disc platter is not persuasive because the reference 
teaches that glass magnetic discs can be polished and the instant specification does not literally 
define what is meant by a "glass hard disc platter". The specification, however, refers to 
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magnetic disc, thus it can be reasonably presumed that a glass hard disc platter is a glass 
magnetic disc absent evidence to the contrary. 

Applicants also argue that Yoshida et al. does not teach the cerium oxide/cerium oxide + 
other rare earth oxide ratio of claim 1 and that Khaladji et al. does not teach the specific 
limitations of claim 1 . With respect to the combination of the above references, applicants do 
not argue the examiners specific reasons for combining the references but appear to be arguing 
the references individually. One cannot show nonobviousness by attacking references 
individually where the rejections are based on combinations of references. See In re Keller, 642 
F.2d413, 208 USPQ 871 (CCPA 1981); In re Merck & Co., 800F.2d 1091,231 USPQ375 
(Fed. Cir. 1986). The secondary references have been applied for specific showings (as teaching 
references) that polishing the claimed substrate with a cerium oxide slurry of Kasai et al. is 
obvious and that the use of a highly pure cerium oxide materials as the cerium oxide used in 
Kasai is obvious. Applicants have not fully addressed these obviousness determinations. 

Finally, applicants make a statement that "the references does not specifically teach or 
suggest the claimed limitations, and thus cannot have rendered those limitation obvious" (lines 
19-20 on page 10 of the response). This is not a clear response against the examiners rejections 
because applicant do not point out the deficiencies in the rejection, and as outlined above, the 
combined references clearly teach the claimed method (using the claimed composition) and no 
evidence of criticality commensurate in scope with the instant claims is defined. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael A. Marcheschi whose telephone number is (571) 272- 
1374. The examiner can normally be reached on M-F (8:00-5:30) First Friday Off. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on (571) 272-1233 1233. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questionsjoft^ccess to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-2 1 7-9 ]Rm (toll-free). 

8/07 MichaerA Marcheschi 

MM Primary Examiner 

ArtUnit'l755 



